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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
8/9/2006 has been entered. Claims 1-1 1 are pending. Any well known art statements 
made in the prior office action not specifically and adequately traversed are taken as 
admittance of prior art as per MPEP 2144.03. 

Response to Amendment and Arguments 

Applicant's amendments have been fully considered. Applicant's arguments 
were also fully considered, but are moot in view of new rejections presented below. It is 
noted that applicant submitted arguments with regards to how the prior art of record, 
Paul, does not meet certain limitations now amended onto the pending claims. See 
below for further explanation on how Paul or Paul in view of other references meets all 
the limitations recited in the pending claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 4-5, and 7-1 1 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paul (US 6,052,709) in view of Tarbotton et al (US 6,757,830). 
Claims 1 and 4: 

Paul teaches: 

1 . Registering a second address as a receiver address in an address table for 
unwanted mail, i.e. spam, detection (col 4, lines 35-55). One can consider the 
address table as either the places the spam probe email is posted or the place 
processor 104 stores the spam probe address. The second address is the spam 
probe email address. 

2. Determining whether a first address indicated by an electronic mail transmitted 
from a client through the network indicates the second address recorded in the 
address table for unwanted mail detection (col 4, line 47-col 5, line 9 and Fig 7, 
item 703), the first address being registered in an address book of the client (col 
1 , lines 61-65 and col 4, lines 18-34). Note that the sender of spam mail/the 
computer from which mail is sent is a client Whether or not the identity of the 
sender is known is immaterial to a sender being a client In the cited portions, 
Paul discloses addresses in spam mailing lists. Any of the addresses on such a 
list, i.e. address book of a client, is a first address. 

3. Storing information concerning the electronic mail as unwanted mail information 
in an unwanted mail information table in response to when the first address of the 
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electronic mail indicating the second address (col 5, lines 1-32; col 5, line 56-col 
6, Iine16; and Fig 8, items 804-806). 
4. Suppressing transmission of any electronic mail that includes the unwanted mail 
(col 6, line 64-col 7, line 1). 

Paul does not teach that unwanted mail is virus mail. However, Tarbotton 
discloses that unwanted mail includes not only spam, but also virus mail (col 1, lines 13- 
30). At the time applicant's invention was made, it would have been obvious to one 
skilled in the art to modify Paul's invention according to the limitations recited in claims 1 
and 4 by modifying the invention so that it is used to not only protect against spam 
emails, but also virus emails. One skilled would have been motivated to do so because 
as evidenced by Tarbotton's teachings, both spam and virus emails contain unwanted 
properties. Use of Paul's teachings would allow Tarbotton to better detect email 
messages that contain one or more unwanted properties as per Tarbotton's objective 
(col 1, lines 63-67). 
Claims 2 and 5: 

Paul further discloses detection of unwanted mail properties to at least one 
predetermined report address, i.e. processor 104, in response to the first address 
indicating the second address (col 4, lines 47-56). Paul does not disclose unwanted 
mail properties detection being mail virus detection. However, Tarbotton discloses 
unwanted mail properties detection being mail virus detection (col 1, lines 13-30). As 
such, the limitation recited in claims 2 and 5 are obvious to Paul and Tarbotton's 
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combination invention. One skilled would have been motivated to combine the two 
teachings for the same reasons given in claims 1 and 4. 
Claim 8: 

Paul further discloses wherein the unwanted mail properties indicates one or 
more values of a sender electronic mail address, a data size, a title, or any combination 
thereof, which are shown in the electronic mail indicating the second address (col 5, 
lines 10-20). The unwanted mail properties being mail virus information is disclosed by 
Tarbotton (col 1, lines 13-30), thus the limitation further recited in claim 8 is obvious to 
the combination invention of Paul and Tarbotton. 
Claim 7: 

Paul discloses: 

1. Detecting an electronic mail as having unwanted mail properties in response to 
determining that a first address of an electronic mail transmitted from a client 
corresponds to a second address recorded in an address table for unwanted mail 
properties detection (col 1, line 61-col 2, line 24; col 4, line 47-col 5, line 9; and 
Fig 7, item 703), the first address being registered in an address book of the 
client (col 1, lines 61-65 and col 4, lines 18-34). 

2. Suppressing transmission of the electronic mail (col 6, line 64-col 7, line 1). 

Paul does not disclose the unwanted mail properties being virus infection. 
However, Tarbotton discloses virus infection being unwanted mail properties (col 1, 
lines 13-30). At the time applicant's invention was made, it would have been obvious to 
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one skilled in the art to combine the teachings of Paul and Tarbotton according to the 
limitations recited in claim 7. One skilled would have been motivated to combine the 
teachings for the same reasons given in claims 1 and 4. 
Claim 9: 

Paul further discloses storing information corresponding to the electronic mail as 
unwanted mail properties information in an unwanted mail properties information table 
in response to detecting the electronic mail as having unwanted mail properties (col 5, 
lines 1-32; col 5, line 56-col 6, Iine16; and Fig 8, items 804-806). Paul does not disclose 
the unwanted mail properties information being virus information, however, the limitation 
is obvious to Paul and Tarbotton's combination invention as it is disclosed by Tarbotton 
(col 1 , lines 13-30). One skilled would have been motivated to combine the two 
teachings for the reasons discussed above. 
Claim 10: 

Paul discloses suppressing transmission of any electronic mail that includes the 
unwanted mail properties in response to detecting the electronic mail as being infected 
with unwanted mail properties (col 6, line 64-col 7, line 1). Paul does not disclose the 
unwanted mail properties being a virus. However, the limitation is obvious to Paul and 
Tarbotton's combination invention as Tarbotton discloses unwanted mail properties 
being a virus (col 1, lines 13-30). One skilled would have been motivated to combine 
the two teachings for the reasons discussed above. 
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Claim 11: 

Paul further discloses reporting the unwanted mail properties detection to at least 
one predetermined report address in response to detecting the electronic mail as 
containing unwanted mail properties (col 4, lines 47-56). Note that any electronic mail 
where the first address is the same as the second address is assumed to contain 
unwanted mail properties. Paul does not explicitly disclose unwanted mail properties 
being virus infection. However, the limitation recited in claim 11 is obvious to Paul and 
Tarbotton's combination invention because Tarbotton discloses viruses and infection of 
email messages by viruses as being unwanted mail properties (col 1, lines 13-30). One 
skilled would have been motivated to combine the two teachings for the reasons 
discussed above. 

Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Paul (US 6,052,709) in view of Tarbotton et al (US 6,757,830) and further in view of 
common knowledge in the art and Ji et al (US 5,889,943). 
Claims 3 and 6: 

As per claims 3 and 6, Paul and Tarbotton does not explicitly disclose 
compressing the electronic mail having the first address indicating the second address; 
and attaching the compressed electronic mail to a report electronic mail for reporting the 
mail virus detection, and reporting the mail virus detection by sending the report 
electronic mail to at least one predetermined address. 
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However, as stated in a prior office action, compressing electronic mail before 
sending it was well known in the art at the time applicant's invention was made. 
Further, Ji discloses attaching (virus) electronic mail to a report electronic mail for 
reporting mail virus detection, and reporting the mail virus detection by sending the 
report electronic mail to at least one predetermined address (col 20, lines 40-63). 

At the time applicant's invention was made, it would have been obvious to one 
skilled in the art to further modify Paul and Tarbotton's combination invention according 
to the limitations recited in claims 3 and 6 in light of the above teachings by common 
knowledge in the art and Ji. One skilled would have been motivate to send a report 
electronic mail to at least one predetermined address as per Ji's teachings based upon 
a first address indicating a second address because if the first address indicates a 
second address, there is a high possibility that the mail is infected with a virus. Sending 
it to a predetermined address, i.e. administrator, to analyze allows the virus to be 
analyzed and countermeasures to the virus developed. One skilled would have been 
motivated to compress the mail sent to the predetermined address because it would 
allow the mail to be sent faster and the mail to take up less storage space in the 
receiver's/administrator's system. Compressing the virus infected email would also help 
prevent accidentally executing virus code contained in the email message. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponnoreay Pich whose telephone number is 571-272- 
7962. The examiner can normally be reached on 9:00am-4:30pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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